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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
REDBOX AUTOMATED RETAIL, LLC ) 

)  
   Opposer, )   
     ) Opposition No:  91201218  

  v.    )  
      ) Mark: RED BOX TICKETS USA, LLC 
STANLEY LEE BARNES   ) 
d/b/a RED BOX TICKETS USA, LLC )  
      )  
    Applicant. ) 
 
 

OPPOSER’S MOTION TO EXTE ND DISCOVERY BY THIRTY  
DAYS AND DISCOVERY CONFERENCE DEADLINE BY TWENTY DAYS  

AND  RESPONSE TO APPLICANT’S ATTEMPTED MOTION FOR DEFAULT  
 

Redbox Automated Retail, LLC (“Opposer”) hereby moves the Trademark Trial and 

Appeal Board (the “Board”) pursuant to TBMP §509.01(a) and Fed. R. Civ. P. 6(b) for an order 

extending the discovery period in the above-referenced Opposition proceeding (“the 

Proceeding”) by thirty (30) days.  Opposer has diligently participated in attempting to settle this 

matter.  However, the parties have been unable to reach an amicable resolution, and it is now 

necessary to finish a discovery conference that began on December 29, 2011 and move forward 

with discovery.  The particular facts set forth below illustrate good cause for an extension of 

discovery and extension of time to hold a discovery conference.  Accordingly, Opposer requests 

that the Board grant its Motion and deny Applicant’s attempted motion for default. 

MEMORANDUM IN SUPPORT  

I. The Facts Demonstrating a Good Faith Basis For Extension 

On or about September 21, 2011, prior to filing a Notice of Opposition, counsel for 

Opposer sent a settlement proposal to Applicant.  See Exhibit A.  Opposer did not move forward 

with a discovery conference prior to December 21, 2011 because it believed that the parties 
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could resolve this matter amicably, and the discovery conference would be a waste of the parties’ 

time.  Despite Opposer’s diligent efforts to settle this matter, however, Applicant stalled in 

responding to Opposer’s settlement proposals and waited nearly three months to respond.  

Applicant sent counsel for Opposer its response to the September 21, 2011 settlement proposal 

on December 20, 2011, the day before the parties’ deadline to hold a discovery conference, at 

which point it became apparent that the parties could not resolve this dispute amicably due to 

Applicant’s unreasonable demand for large sums of money.  See Exhibit B.  Consequently, 

Opposer was afforded an extremely short and insufficient period in which to schedule and 

complete the discovery conference.  Nevertheless, on December 20, 2011, the same day Opposer 

became aware that the parties could not resolve this matter, counsel for Opposer sent Applicant 

an email requesting to hold the discovery conference December 28, 2011.  See Exhibit C.  On 

December 20, 2011, Applicant responded to counsel for Opposer and stated that he was 

“prepared to hold the conference next week at 10am December 29, 2011.”  See Exhibit D.  

Counsel for Opposer was on vacation the week of December 19, 2011 through December 23, 

2011, and was unable to easily and regularly access email.   

Prior to holding the scheduled discovery conference on the agreed upon date, however, 

Applicant attempted to file a motion for default on December 21, 2011, the day after Applicant 

and Opposer agreed to hold a discovery conference on December 29, 2011.  Applicant’s 

attempted motion suggested that Opposer has been unresponsive.  However, Applicant’s 

attempted motion was not properly filed with the Trademark Trial and Appeal Board, did not 

provide grounds for default judgment, and has not been served upon Opposer in accordance with 

Trademark Rule § 2.119.  In addition, Opposer has diligently attempted to schedule and hold a 

discovery conference.  In fact, the parties began the settlement conference today, the agreed upon 

date, December 29, 2011.  The parties were unable to finish the conference, however, and have 

agreed to finish the discovery conference on January 3, 2011.  Thus, Opposer also needs an 
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additional twenty days to schedule and hold a discovery conference in light of the holiday 

season.  Counsel for Opposer sent an email to Applicant today, December 29, 2011, requesting 

his consent to extend discovery by thirty days and the discovery deadline conference by 20 days.  

See Exhibit E.  However, Applicant has not responded to this request.  Consequently, Opposer 

must now request that the Board grant the necessary extensions of time. 

II. Argument 

 The Board will grant an extension of time where a party can show good cause why the 

extension is warranted.  See TBMP § 509.  “Generally, the Board is liberal in granting extensions 

of time before the period to act has elapsed so long as the moving party has not been guilty of 

negligence or bad faith and the privilege of extensions is not abused.” National Football League 

v. NDH Mgmt. LLC, 85 USPQ2d 1852, 1854 (TTAB 2008).  Just because a case has been 

pending for some time does not indicate a lack of diligent discovery efforts, especially where the 

matter has been stayed. See, e.g., Gaylord Entertainment Co. v. Calvin Gilmore Prods., Inc., 59 

USPQ2d 1369, 1369-1370 (TTAB 2001) (explaining that extension was granted for good cause 

in case that had been pending since at least 1990, but was stayed much of that time). 

 Opposer has set forth particular facts upon which the Board can base a finding of good 

cause to grant Opposer’s extension.  In particular, Opposer only became aware of the parties’ 

inability to resolve this matter within the last week, promptly initiated the discovery conference 

and now needs additional time to finish the discovery conference and move forward with 

discovery.  In sum, Opposer has committed its resources to settling this matter, and it did not 

make sense to set a discovery conference any earlier under the circumstances.  Applicant’s own 

delay and lack of responsiveness has directly created a need for this extension request.   

Therefore, Opposer should be allowed a short extension to finish the discovery conference and 

conduct discovery.   
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 In addition, Applicant’s attempted motion for default should be denied.  First and 

foremost, Applicant did not properly file its motion.  See Exhibit F.  It is unclear what it is 

Applicant is even asking the Board for, and Applicant has misrepresented the parties’ 

understanding and communications regarding the discovery conference.  Further, Applicant did 

not serve its motion upon Opposer in accordance with Trademark Rule § 2.119.  See Exhibit G.  

Rather, Applicant sent the document, attached hereto as Exhibit G, which is not the motion 

Applicant filed with the Board.  Finally, Applicant has not provided grounds for default.  As 

previously noted, Opposer has been diligent and responsive throughout the proceeding, and the 

only delay that has occurred was a direct result of Applicant’s own lack of responsiveness.  

Moreover, Applicant’s arguments with respect to the discovery conference are now moot as the 

parties scheduled the discovery conference prior to the deadline, began the discovery conference 

on December 29, 2011, and are scheduled to finish the conference on January 3, 2012.  

Accordingly, the Board should deny Applicant’s attempted motion for default. 

III. Conclusion 
 

WHEREFORE, for the foregoing reasons, Opposer respectfully requests that the Board 

enter an Order pursuant to TBMP §509 and Fed. R. Civ. P. 6(b) granting its Motion to Extend 

Discovery for a period of thirty days and motion to extend the discovery conference deadline 

twenty days and extending all trial dates accordingly.  Opposer also respectfully requests that 

Applicant’s attempt to move for default be denied in view of the facts and arguments set forth 

herein.  Opposer submits the following as a proposed new discovery and trial schedule: 

 Deadline for Discovery Conference  1/10/12 

 Discovery Opens    1/24/12 

 Initial Disclosures Due   2/17/12 

 Expert Disclosures Due   6/18/12 

 Discovery Closes    7/16/12 

 Plaintiff’s Pretrial Disclosures  9/03/12 
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 Plaintiff’s 30-day Trial Period Ends  9/15/12 

 Defendant’s Pretrial Disclosures:   11/01/12    

 Defendant’s 30-day Trial Period Ends:  12/17/2012    

 Plaintiff Rebuttal Disclosures:   12/28/2012    

 Plaintiff’s 15 day Rebuttal Period ends: 01/28/2013    
 

Respectfully submitted, 

REDBOX AUTOMATED RETAIL, LLC 

Date:  December 29, 2011   By: /James P. Muraff/    
      One of the Attorneys for Opposer 
 

James P. Muraff 
Kathleen E. Blouin 
NEAL, GERBER & EISENBERG, LLP 
2 N. LaSalle Street, Suite 1700 
Chicago, IL 60602 
(312)269-8000 
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CERTIFICATE OF SERVICE 

I, James P. Muraff, state that I served a copy of the foregoing Opposer’s Motion to 

Extend Discovery by Thirty Days and Discovery Conference Deadline By Twenty Days and 

Response to Applicant’s Attempted Motion for Default upon the Applicant at: 

       
Stanley Lee Barnes 
3127 Saint Vincent Avenue 
Saint Louis, Missouri 63104 
redboxticketsusa@gmail.com 

 
 

via First Class Mail and e-mail in accordance with Trademark Rule § 2.119 on December 29, 

2011. 

        /James P. Muraff /   
        James P. Muraff 
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